The opinion in support of the decision being
entered today was not witten for publication
and is not binding precedent of the Board.
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FLEM NG, Adnmi ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clainms 1-4 and 7-8. Clainms 5-6 and 9-14 have been cancel ed.
The invention relates to a renovabl e magnet o-resi stive
hard di sk cartridge system The system provides for the
i nterchange-ability of hard disk cartridges between disk
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drives as well as for consistency in recording |levels on the
hard di sk cartridges. An enbedded servo nethod is used for
magnet o-resi stive hard disk recording.?

| ndependent claim1 is as follows:

1. Arotating disk drive for the magnetic storage of
conput er data, conprising:

a grounded actuator armw th an inductive head for
writing and a magneto-resistive (MR) read head for reading a
plurality of data tracks with enbedded servo features on a
surface of a rotating magnetic rigid disk within a renovabl e
cartridge;

groundi ng neans for connecting said rotating nmagnetic
rigid disk to a disk drive ground and the actuator to provide
el ectrostatic discharge (ESD) protection to said MR head,
wherein the voltage potential between said MR head and said
rotating magnetic rigid disk is limted to two to three volts;
and
cartridge receiving nmeans proximate to the nagneto-
resistive read head for accepting and ejecting said renovabl e
cartridge.
No prior art is relied upon by the Exam ner in the
rejection of clainms under appeal.
Claim2 is rejected under 35 U. S. C. 8 112, second
paragraph. Cdains 1-4 and 7-8 are rejected under 35 U . S.C. §
112, first paragraph. Appellant has indicated that clains 1-4

and 7-8 stand or fall together.

1See pages 4-5 of the specification.
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Rat her than reiterate all argunents of Appellant and
Exam ner, reference is nade to the briefs and answer for the

respective details thereof.?

OPI NI ON
W will not sustain the rejection of claim2 under
35 U.S.C. 8 112, second paragraph, nor of clains 1-4 and 7-8
under 35 U.S.C. 8§ 112, first paragraph.
Turning first to the rejection of claim2 under 35 U. S. C
§ 112, second paragraph, the Exam ner asserts that use of the
term "conductive material" is unclear because "all materials

are 'conductive and "the specification sets no conductive
requi renent to the protective material."®* Appellant responds
that not all materials are conductive and provi des exanpl es
that fall within that category.*

Analysis of 35 U S.C. § 112, second paragraph, should

begin with the determ nation of whether clainms set out and

2See the brief filed January 10, 1997 and the answer
mai | ed May 22, 1997.

3See page 5 of the answer.

‘See page 8 of the brief.
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circunscribe the particular area wth a reasonabl e degree of
precision and particularity; it is here where definiteness of
t he | anguage nust be anal yzed, not in a vacuum but always in
Iight of teachings of the disclosure as it would be
interpreted by one possessing ordinary skill in the art. In
re Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 ( CCPA

1977), citing In re More, 439 F.2d 1232, 1235, 169 USPQ 236

238 (1971). "The legal standard for definiteness is whether a
cl ai mreasonably apprises those of skill in the art of its
scope.” In re Warnerdam 33 F.3d 1354, 1361, 31 USPQ2d 1754,

1759 (Fed. Gir. 1994).

Claim 2 specifically recites "a protective |ayer of hard
and conductive material capping said nmagneto-resistive read
head.” The sole issue under 35 U. S.C. 112, second paragraph,
is whether the scope of protection sought by this | anguage
sets out and circunscribes a particular area with a reasonabl e
degree of precision and particularity when viewed in |ight of
teachi ngs of the disclosure. The ordinary neaning of the term
"conductive" as defined by the dictionary is "having

conductance.” The dictionary definition of conductance is
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"the ability of a conmponent to conduct electricity."®> W find
in view of the ordinary nmeaning of the term "conductive,"
Appellant's claim2 neets the requirenents of 35 U S.C. 8§ 112,
second par agr aph.

We turn next to the issue of the rejection of clains 1-4
and 7-8 for lack of witten description. There are two issues
presented to us: (1) whether the clains are supported by
witten description in the original filed specification and
(2) whether amendnents to the specification constitute new
matt er under
35 U S.C 8§ 132.

Wth respect to the witten description of clains in the
originally filed application, the Exam ner argues on page 6 of
t he answer that "grounding means for connecting said rotating
magnetic rigid disk to a disk drive ground and the actuator to
provi de el ectrostatic discharge (ESD) protection to said MR
head, wherein the voltage potential between said MR head and
said rotating nmagnetic rigid disk is limted to two or three
vol ts" was not properly described under 35 U S. C. 8§ 112, first

par agr aph.

°See Webster's New World Dictionary 290 (3d ed. 1986).
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As noted by our reviewing court, "[t]he function of the
description requirenment [of the first paragraph of 35 U S. C
112] is to ensure that the inventor had possession, as of the
filing date of the application relied on, of the specific
subject matter later clainmed by him" In re Wertheim 541

F.2d 257, 262,

191 USPQ 90, 96 (CCPA 1976). "It is not necessary that the
application describe the claimlimtations exactly . . . but
only so clearly that persons of ordinary skill in the art wll

recogni ze fromthe disclosure that appellants invented
processes including those limtations.” Wrtheim 541 F.2d at
262,

191 USPQ at 96 citing In re Snythe, 480 F.2d 1376, 1382, 178
USPQ 279, 284 (CCPA 1973). Furthernore, the Federal Circuit
points out that "[i]t is not necessary that the clained
subject matter be described identically, but the disclosure
originally filed nmust convey to those skilled in the art that
applicant had invented the subject matter later clained.” In
re Wl der,

736 F.2d 1516, 1520, 222 USPQ 369, 372 (Fed. G r. 1984), cert.

denied, 469 U. S. 1209 (1985), citing In re Kaslow, 707 F.2d

- 6-



Appeal No. 1998-0820
Application No. 08/274,771

1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983). "To fulfil
the witten description requirenent, the patent specification
"must clearly allow persons of ordinary skill in the art to
recogni ze that [the inventor] invented what is clained.™
Gentry Gallery Inc. v. Berkline Corp., 134 F. 3d 1473, 1479, 45
USPQ 1498, 1503 (Fed. G r. 1998) citing In re Costeli, 872
F.2d 1008, 1012,
10 USPQ2d 1614, 1618 (Fed. Gr. 1989). "An applicant is
entitled to clains as broad as the prior art and his
disclosure will allow." 1In re Rasnussen, 650 F.2d 1212, 1214,
211 USPQ 323, 326 (CCPA 1981). (Enphasis added).

On page 6 of the original specification, Appellant
descri bes the hub 16 as being "included in disk drive 10" and
as engaging "the hard disk 14 and [rotating] it . . ." In
addi tion, Appellant notes that "it is preferable to ground
hard di sk 14 through hub 16 to disk drive 10." Therefore, it
is clear that the term"hub" in this instance refers to the
shaft connected to the spindle that is used by the notor to
rotate the disk. Thus, if the hub were used to ground the

disk to drive 10, it would itself have to be grounded.
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Because the hub is attached to the notor shaft spindle, the
spi ndl e woul d al so be grounded.

Appel l ant also directs our attention to Figures 2 and 6.
Appel | ant argues that reference nuneral 25 points to the end
of grounded actuator arm 18 which includes heads 20 and 22.

In addition, Appellant argues that the originally filed Figure
6 has reference nuneral 25 pointing to a box around MR read
head 20. Appellant concludes that the skilled artisan would
read fromthese figures "that sonething envel opi ng or
surroundi ng the MR read head was grounded.” Finally,

Appel l ant notes that the originally filed specification limts
the voltage difference between MR head 20 and hard disk 14 "to
not exceed 2-3 volts."®

We agree and find that while the specification did not
identically describe the clained [imtations at issue here,
persons of ordinary skill in the art would have recogni zed
fromthe passage found on page 6 as well as fromFigures 2 and
6, that Appellant had possession of "groundi ng neans for
connecting said rotating magnetic rigid disk to a disk drive

ground and the actuator to provide electrostatic discharge

6See page 12 of the specification.
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(ESD) protection to said MR head, wherein the voltage
potential between said MR head and said rotating nagnetic
rigid disk islimted to two or three volts" as recited in
claim1 and thereby properly described under 35 U.S.C. § 112,
first paragraph.

On page 5 of the answer, Exam ner asserts that ESD
protection recited in claim1l was "new y described."” However,
page 6, lines 24-28, of the specification as originally filed
descri bes groundi ng of both disk 14 and MR head 20 to drive 10
as a way of preventing danage by ESD to the read head. Thus,
recitation of ESD protection recited in claim1l was described
in the specification as originally filed.

The Exam ner argues on page 4 of the answer that "spindle
rotati on neans connected to said cartridge receiving neans for
rotating said renovable cartridge at a first speed while
reading a track of data previously recorded by an inductive
head at a second speed with said renovabl e cartridge" does not
have proper witten description under 35 U.S.C. 8§ 112, first
paragraph. The Exam ner asserts there "is no indication of

any single
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device . . . that wites at one speed and reads at another."’

Appel | ant argues on page 10 of the brief that claim 4,
which formed part of the originally filed specification,
recites "spindle rotation nmeans connected to said cartridge
receiving neans for rotating [the] renovable cartridge at a
first speed while reading a track of data previously recorded
by an inductive head at a second speed."” Appellant goes on to
note that a "two-speed spindle notor 52 sinply represents an
ordinary kind of spindle rotation neans for independently
rotating the renovable cartridge at a first speed and a second
speed."” Appellant concludes that a fair reading of the
specification will reveal "the drive can run the disk at two
di fferent speeds.”

We note that the invention of claim4 at the tine of the
filing date includes "spindle rotation neans connected to
receiving nmeans for rotating said renovable cartridge at a
first speed while reading a track of data previously recorded
by an inductive head at a second speed with renovabl e
cartridge." Therefore, because claim4 recited the limtation

originally filed, we find that this is evidence in and of

'See pages 4 and 8 of the answer.
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itself that the patent specification clearly conveys to
persons of ordinary skill in the art that Appellant had
i nvented what is clained.

We note that we have addressed all of the Exam ner's
argunents relating to the rejection of clains 1-4 and 7-8
under 35 U. S.C. 8§ 112, first paragraph. W wll not sustain
the rejection for the reasons set out above.

In regard to the issue of whether the anendnment to the
specification is new matter under 35 U. S. C. § 132, we find that
because the anmendnment does not affect the clains before us, it
is a petitionable issue and not an appropriate matter for

deci sion by the Board.

For these reasons, we reverse the rejection of claim?2
under 35 U.S.C. 8 112, second paragraph and the rejection of
claims 1-4 and 7-8 under 35 U.S.C. 8§ 112, first paragraph.

The decision of the examner is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge )
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M CHAEL R. FLEM NG
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge
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